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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

In view of the amendment made to claim 1 the previous rejection under 35 
U.S.C. § 112, second paragraph is withdrawn. 

Claim Rejections - 35 USC § 103 

Claims 1-6, 8-17, 19, 20 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frauenkron (US Patent 6,562,971) in view of Ogawa (US Patent 
6,350,874). 

Frauenkron discloses a method of forming a body which involves mixing a zeolite 
powder with silica (which acts as a binder), extruding the mixture, and calcining the 
formed body at 500°C for 5 hours (Col 14 line 65 - Col 15 line 6). While the example 
used in that passage is a zeolite powder of silica and titania, Frauenkron also discloses 
that the powder could be a mixture of silica and alumina (see Claim 1, Col 15 lines 55- 
56). The shaped body is further treated by exposure to a gas including water vapor at a 
temperature of 345°C (Col 15 lines 10-22). This process is disclosed as being carried 
out continuously (Claim 2), which would include for longer than 20, or even 50, hours, 
and at an absolute pressure of 0.1-10 bar (Claim 1 4). 

Frauekron does not disclose that the aluminosilicate used have an Si02/AI 2 03 
molar ratio of 10:1 to 1200:1, but instead discloses a molar ratio of greater than 1400:1 
(Col 4 lines 6-9). 
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Ogawa discloses an aluminosilicate catalyst to be used in forming preparation of 
triethylenediamine according to a process similar to that of Frauenkron. Ogawa further 
discloses that the crystalline aluminosilicate have a molar ratio of silica to alumina of at 
least 12:1 , and preferably from 40:1 to 5000:1 . 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention by applicant, to have modified the method taught by Frauenkron by using the 
aluminosilicate catalyst of Ogawa having a molar ratio of greater than 12:1 . This would 
have been obvious because Ogawa discloses that a catalyst with such a molar ratio is 
economical, has a long life and the yield can be kept high (Col 4 lines 15-18). 

Referring to claims 3 and 4, the treatment is carried out at a WHSV of 1 kg/(kg*h) 
(1 g/(g*h)) (Col 15 lines 18-19). 

Referring to claim 6, Frauenkron discloses that the during the water vapor 
treatment the body is arranged in a fixed bed (Col 7 lines 13-14) 

Referring to claims 9 and 10, Frauenkron discloses that the zeolite material is 
preferably of the pentasil type, and preferably at least partially in the H + and/or NH 4 + 
form (Col 9 Line 66 - Col 1 0 line 1 1 ). 

Referring to claims 11 and 13, Frauenkron discloses a method of making 
triethylenediamine (TEDA) by a reaction involving ethlenediamine (EDA) and piperazine 
(PIP) in the presence of the aluminosilicate zeolite catalyst discussed above (Claim 1) 

Referring to claim 12, Frauenkron discloses that this process is carried out 
continuously and in the gas phase (Claims 2 and 3) 
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Referring to claims 14, 15, 16 and 17, these limitations are all disclosed by 
Frauenkron (Claims 9, 10, 13 and 14, respectively) 

Referring to claims 19 and 20, the chemical synthesis process discussed above 
for making TEDA renders these claims anticipated. 

Referring to claim 22, since Frauenkron and Ogawa make obvious the method of 
claim 1 as discussed above, they would also render obvious the shaped body prepared 
by that method. 

Response to Arguments 

Applicant's arguments filed 03 November 2008 have been fully considered but 
they are not persuasive. 

Applicant's first argue that Frauenkron does not disclose a step involving a 
treatment with a gas consisting of water vapor at 100-600°C and an absolute pressure 
of 0.1-10 bar for at least 20 hours after calcining the shaped body. 

This is not found to be persuasive because, as discussed above and in the 
previous Office action, Frauenkron specifically discloses a step where the calcined 
shaped body is exposed to water vapor continuously at a temperature of 345°C and at 
an absolute pressure of 0.1-10 bar. There is nothing recited in current claims regarding 
the water vapor treatment step that is not disclosed by this step of Frauenkron. 

Applicants further argue that this step of Frauenkron is of little relevance because 
Frauenkron give no proof or even a hint that this step will result in an increase in the 
cutting hardness of the catalyst body. Applicants argue further that the destruction of 
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the catalyst during the installation of the catalyst into the reactor would irrecoverably 
have taken place. 

This is not found to be persuasive because based on the similarities to the 
current invention, it is believed that the catalyst body in Frauenkron would undergo an 
increase in hardness in the water vapor treatment step in the same manner as occurs in 
the present invention. The fact that Frauenkron does not disclose or recognize this 
increase is of no relevance to the present inquiry. The mere recognition of latent 
properties in the prior art does not render nonobvious an otherwise known invention. In 
re Wiseman, 596 F.2d 1019, 201 USPQ 658 (CCPA 1979). The recognition of another 
advantage which would flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would otherwise be obvious. 
Ex parte Obiaya, 227 USPA 58, 60 (Bd. Pat. App. & Inter. 1985). 

Applicant's argument that the catalyst would have been destroyed during 
installation into the reactor (before the water vapor treatment takes place) is also not 
found to be persuasive. The fact that Frauenkron discloses that the catalyst is placed 
into the reactor and continues on to be used including being exposed to a water vapor 
treatment as discussed above is evidence that the catalyst would not be destroyed 
during the installation, since if it were destroyed there would be no reason to continue 
the process. The prior art is assumed to function as described, and in the current case 
Frauenkron discloses placement of the catalyst where it is subjected to a water vapor 
treatment, it is therefore believed that this can be done effectively and without 
destroying the catalyst. 
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Applicants restate their position that Frauenkron teaches away from the current 
invention by reciting a minimum Si0 2 /Al 2 0 3 molar ratio of 1400:1 , above the currently 
claimed molar ratio of 1 0:1 to 1 200:1 . 

As stated in the previous Office action, this is not found to be persuasive 
because there is nothing in Frauenkron that criticizes, discredits, or otherwise 
discourages the use of an aluminosilicate catalyst having a molar ratio of less than 
1 ,400:1 . The fact that they used only catalysts having a molar ratio of greater than 
1 ,400:1 is not the same as teaching away from using a catalyst with the claimed molar 
ratio. Frauenkron specifically states that the preferred catalyst has a molar ratio of 
1 ,400-40,000:1 . The fact that a certain catalyst is preferred is not the same as saying 
that all other catalysts would not also be suitable to be used in the disclosure, it simply 
shows that a certain catalyst was identified by the applicant as having superior 
properties for some reason. In re Fulton, 391 F.3d 1195, 1201, 73 USPQ2d 1141, 1146 
(Fed. Cir. 2004). 

Applicants finally argue that Ogawa gives no hint to a calcined shaped body 
having a molar ratio of 10:1 to 1 ,200:1 being treated with water vapor at 100-600°C. 

This is not found to be persuasive because this is not what Ogawa has been 
relied upon for teaching. Ogawa is cited merely to show that catalyst other than the 
high molar ratio catalyst of Frauenkron were known, and that such catalysts could be 
substituted into the process of Frauenkron, which includes a water vapor treatment 
step. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RUSSELL J. KEMMERLE III whose telephone number 
is (571)272-6509. The examiner can normally be reached on Monday through 
Thursday, 7:00-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1791 

/R. J. K.I 

Examiner, Art Unit 1791 



